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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.1 14, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on November 26, 2003 has been entered. 

2. Claims 14-16 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. In claims 14-16 it is not clear how one distinguishes between a first 
polymerization precursor and a second polymerization precursor without defining the respective 
precursors as for example the first precursor is a bisphenol and the second precursor is a diaryl 
ester of carbonic acid. Without this definition both claims 14 and 15 essentially are identical 
since the precursor is not definite and can be read as mixing one of the precursors with the 
catalyst prior to delivering the catalyst to the respective region of the substrate. 

3. Applicant is advised that should claim 14 be found allowable, claim 15 will be objected 
to under 37 CFR 1.75 as being a substantial duplicate thereof. When two claims in an 
application are duplicates or else are so close in content that they both cover the same thing, 
despite a slight difference in wording, it is proper after allowing one claim to object to the other 
as being a substantial duplicate of the allowed claim. See MPEP § 706.03(k). As noted above, 
without defining the two precursors to be the accrual precursors used in an actual polymerization 
reaction, the claims cover the same scope because the choice of which precursor is the first and 
second is totally arbitrary. Hence the actual precursors of the exemplified polycarbonate 
polymerization could both be considered as either the first or second precursor. 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

5. Claims 1, 14-16 and 38 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bruck (newly cited and applied) in view of Willson (US 6,063,633). In the paper Bruck 
discusses new catalysts for polyoxamidation. The usefulness of polyoxamide fibers for textile 
and industrial applications might be increased considerably if a process yielding spinnable 
products of higher molecular weights were available. A series of new polyoxamidation catalysts 
belonging to Groups IVb and Vb was discovered that facilitate the preparation of high- 
motecular-weight polyoxamides with inherent viscosities of up to 1.54 (in m-cresol) by either 
solid-phase or melt-phase polymerization. Oxalic diesters can be treated with an appropriate 
diamine in the presence of As 2 0 3 , Sb 2 0 3 , SbF 3 , Ge0 2 , Bi 2 0 3 , or PbO to yield high-motecular- 
weight, spinnable polymers. The relative order of the effectiveness of these catalysts in 
promoting the polymerization process is: SbF 3 ~ As 2 0 3 » Ge0 2 > Sb 2 0 3 > Bi 2 0 3 ~ PbO. On 
page 119 the preparation of the prepolymer is described as taking a quantity of a first monomer, 
2-methylhexamethylenediamine, and stirring it with the catalyst for a period of time prior to 
adding the second monomer, di-«-butyl oxalate. This prepolymer is subsequently reacted to 
form the high molecular weight polymer by heating in one of two methods enumerated on pages 
1 19-120. this is followed by examination of polymer properties. Bruck fails to teach 
simultaneous testing of catalyst compositions on a substrate. 

In the patent Willson teaches a catalyst testing process and apparatus such as a plate is 
treated with catalyst ingredients to produce cells, spots or pellets holding each of a variety of 
combinations of the ingredients. The catalysts can also be placed in wells of a multiwell 
substrate such as a microtiter plate. These catalyst candidates are then contacted with a 
potentially reactive feed stream or batch of reactants. The reaction occurring in each cell can be 
measured by infrared thermography, spectroscopic detection of products or residual reactants, or 
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by sampling followed by analysis to determine the relative efficacy of the catalysts in each 
combination. Robotic techniques can be employed in producing the cells, spots, pellets, etc. 
Column 1, lines 27-40 teaches the time and cost savings of this method relative to the prior 
method in which individual catalyst formulations were handled separately. Column 2, lines 14- 
22 discuss the variety of supports that can be used including plates with wells. Column 2, lines 
56-63 teach the variety of reactions that can be tested including polymerization reactions. The 
paragraph bridging columns 2-3 teaches the variety of sensing method that can be used including 
spectroscopic methods such as fluorescence. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to test the catalysts of Bruck with the method of Willson by preparing a plurality of 
the prepolymers with different catalysts and then simultaneously heating to form the high 
molecular weight polymers because of the use of comparative analysis and the expected time and 
cost savings taught by Willson. 

6. Claims 1-7, 1 1-25, 29-35 and 38-45 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Sakashita (US 5,646,233) in view of Willson (US 6,063,633) and Bruck as 
explained above. In the patent Sakashita teaches methods of preparing polycarbonate 
compositions having outstanding hardness. The polymers are made by polycondensation of 
aromatic dihydroxy compounds and carbonic acid diesters using catalysts including alkali metal, 
alkaline earth, basic nitrogen containing compounds and transition metal compounds. These are 
further enumerated in columns 7-9 and include tetramethylammonium hydroxide, 
tetraethyl ammonium hydroxide and tetrabutylammonium hydroxide as the preferred basic 
nitrogen containing compound. Useful alkali and alkaline earth metal compounds include 
sodium hydroxide, potassium hydroxide, lithium hydroxide, sodium bicarbonate, potassium 
bicarbonate, lithium bicarbonate, sodium carbonate, potassium, carbonate, lithium carbonate, 
sodium acetate, potassium acetate, lithium acetate, sodium stearate, potassium stearate, lithium 
stearate, sodium hydroxyborate, lithium hydroxyborate, sodium phenoxyborate, sodium 
benzoate, potassium benzoate, lithium benzoate, disodium hydrogen phosphate, dipotassium 
hydrogen phosphate, dilithium hydrogen phosphate, disodium salts, dipotassium salts, and 
dilithium salts of bisphenol A, and sodium salts, potassium salts, and lithium salts of phenol, 
calcium hydroxide, barium hydroxide, magnesium hydroxide, strontium hydroxide, calcium 
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bicarbonate, barium bicarbonate, magnesium bicarbonate, strontium bicarbonate, calcium 
carbonate, barium carbonate, magnesium carbonate, strontium carbonate, calcium acetate, 
barium acetate, magnesium acetate, strontium acetate, calcium stearate, barium stearate, 
magnesium stearate, strontium stearate, etc. These substances may be used in combinations of 2 
or more. The transition metal catalysts may be use in combination with the above catalysts and 
include various compounds of zinc, cadmium, tin, lead germanium silicon antimony, bismuth 
and titanium. The examples show several different catalyst compositions producing 
polycarbonate products. Although Sakashita teaches the combination of the various catalyst 
components, it fails to teach simultaneous testing of catalyst compositions on a substrate. 

It would have been obvious to one of ordinary skill in the art at the time the invention 
was made to test the catalysts of Sakashita with the method of Willson because comparative 
analysis and the expected time and cost savings taught by Willson. It would have been obvious 
to one of ordinary skill in the art at the time the invention was made to modify the manner in 
which the different precursors and catalyst are added together as shown by Brack based on the 
polymerization reaction and the knowledge of one of ordinary skill in the art relative to the order 
in which the different components should be reacted or to optimize the preparation process to 
determine which is the best order for adding the reactants together. 

7. Applicant's arguments, see page 10 of the paper filed November 26, 2003, with respect to 
the obviousness-type double patenting rejection have been fully considered and are persuasive in 
view of the amendments. The rejection of claims 1-7, 11-25, 29-35 and 38-45 has been 
withdrawn. 

8. Applicant's arguments with respect to the claims have been considered but are moot in 
view of the new ground(s) of rejection. The Brack reference clearly shows a polymerization 
process that has two parts - the mixing of the components to form a prepolymer and the 
formation of the polymer from the prepolymer. Additionally in forming the prepolymer the two 
monomers and catalyst are combined in a specified order. The Willson reference contains a 
number of modifications to the process and apparatus thatillustrate a number of ways that the 
process or apparatus can be modified. Additionally the Willson reference teaches the use of the 
method for a number of different reactions in which catalyst are involved and which would have 
been recognized as requiring different process steps to handle the gases or liquids that are the 
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normal reactants or products in the individual processes. Thus the knowledge about the different 
reaction processes by one of ordinary skill in the art would have led one of skill in the art to mix 
reactants in a certain order as shown by the Brack reference. 

9. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The additionally cited art relates to combinatorial generation of catalysts and 
optimization of processes. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Arlen Soderquist whose current telephone number is (571) 272- 
1265 as a result of the examiner moving to the new USPTO location. The examiner's schedule 
is variable between the hours of about 5:30 AM to about 5:00 PM on Monday through Thursday 
and alternate Fridays. 

A general phone number for the organization to which this application is assigned is 
(571) 272-1700. The fax phone number to file official papers for this application or proceeding 
is (703) 872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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PRIMARY EXAMINER 



